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Office Action Summary 



Application No. 



Applicant(s) 



Examiner 



ir / . Group Art Unit 

(M&$MM/ 1 U(l 



—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE J MONTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
• If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 



Status , 

^S^Responsive to communication(s) filed on. 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 

accordance wtth the practice under Ex psri& Gu&yiu, 1935 CD. 1 1 ; 453 O.G. 213. 

Disp sition of Claims 

jX.CIaim(s) 

Of the above ciaim(s) 



. is/are pending in the application, 
is/are withdrawn from consideration. 



□ Claim(s)- 



Claim(s)- 



i-}, it, ^ if ,v z1 



□ Claim(s). 

□ Claim(s)- 



Applicati n Papers 

□ S e the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All nSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



. is/are allowed, 
is/are rejected. 

- is/are objected to. 

- are subject to restriction or election 
requirement. 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: 

Attachment(s) 



□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 
^Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 



Office Action Summary 



U. S. Patent and Trademark Office 
PTO-326 (Rev. 9-97) 



Part of Paper No. 



'U.S. GPO: 1998-454-457/97505 



Application/Control Number: 09/060,047 



Page 2 



Art Unit: 1617 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 14, 15, 19, 28, 29 are rejected under 35 U.S.C. 102(b) as being anticipated by. 

'481 teaches incorporating an active agent into a controlled release component and 

combining that component with a liquid polymer system (page 4 lines 26-34). An emulsion 

formed by addition of an aqueous carrier containing an active agent to a liquid prepolymer is 

disclosed (page 12 line 29, page 13, line 9). Suitable polymers, including polylactides, (page 21 

lines 21-35), Solvents including propylene carbonate, (page 22-23) and active agents, including 

artanflammatory agents, (pages 25-28) are disclosed. Release modifiers are specified (page 30 
A 

lines 8-16). 

Applicants disclose propylene carbonate on page 13 lines 24-25. A-mixtuse-af applicants 
argue that 6 481 teaches particulate carriers, however the active agent contained by such 
particulat^lies within the aqueous carrier cited above. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention 
thereof by the applicant for patent. 



Application/Control Number: 09/060,047 
Art Unit: 1617 



Page 3 



Claims 1-3, 14, 15, 19, 28, 29 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Brodbeck et al. 

Brodbeck et al teach an active agent in an emulsifying agent dispersed in a gel comprising 
a polymer and a solvent whose miscibility in water is less than 20% (column 5 lines 35-45, column 
6 lines 46-69). Polylactides are specified (column 10, line 67). Water is disclosed (column 18 line 
60). Any pharmaceutical, including an\aritinfiainmatory, is specified (column 19 lines 3 1-32, 55- 




No claims allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Edward J. Webman whose telephone number is (703) -308-4432. The 
examiner can normally be reached on Monday through Friday from 9 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
M. Moezie, can be reached on (703) -308-0570. The fax phone number for the organization 
where this application or proceeding is assigned is (703) -305-3592. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) -308-1235. 
Webman/LR 
August 1,2001 
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if 

Agents that modulate water solubility of the active are disclosed (column^ lines 31-49). 
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